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REMARKS 

This Amendmem is submitred in response to the Office Action daied December 19, 2004. In 
the Office Aciioo. ihtf Patent Office issued a non-statutory double patenting rejection on the ground 
of non-statutory obviousness type double patenting over claims 1-8 of co-pending Application No. 
10/680,807. The Paient Office also rejected Claim 9 and Claun 10 under 35 U.S.C. § 1 12, second 
paragraph, as bemg indefinite for failing to paitxcularly point qui and distinctly claim the subject 
matter which applicant regards as the invention. Moreover, the Patent Office rej ecied Claims 1,3-4. 
7. 9-14 and 18 under 35 U.S C. §l02(e) as being anticipated by Sinclair. Jr. (U.S. Paient No.- 
6.526.9iS6) Moreover, the Patent Office rejected Clainvs 2. 5, 6, 8 and 15-17 under 35 U.S.C. 
§ 1 03(a) as being unpaieniable over Smcluir. Jr. 

By the present amendment, AppUcanl submiis herewith a lenninal disclaimer to overcome 
the non-statutory obviousness type double patenting, and amends Claims 1, 9. 11, 13. 14 and IS. 
Additiunally. Applicam has cancelled claim 10. Apphcant submits that the terminal disclaraierand 
the amendments overcome the double patennng rejection, the objection to the claims and the 
rejection to the claims by the Putem Office. 

The Patent Office rejected Claims 1-8 on the grounds of non-statutory obviousness-type 
double patenting as being unpaicntable over Claims I -8 of co-pen4ing ApphcaUon No.: 10/680,807. 
The Patent Office states ihat "alihough the conflicimg claims are not identical, they are not 
pateniably distinct from each other because the instant claims fully encompass those of Application 
10/680,807. The Patent Office states that a timely filed lenninal disclaimer in compliance with 37 
CFR §l.32Uc) or 1.321(d) may be used to overcome an provisional rejection based on a non- 
statutory double patenting ground. AppUcani submits herewith a lenninal disclaimer in accordance 
with 37 CFR §1 .32Hc) to overcome the double patenung rejection. AppUcant respectfully subimts 
that the terminal disclaimer comply with 37 C.F.R § l.32Uc). and the rejection has been overcome. 
Notice to that effect ts requested. 

Moreover, the Patem Office rejected Claim 9 and Claim 10 under 35 U.S C. § 1 12. second 
paragraph, as be.ng indefinite for failing to particularly point out and distinctly claim the subject 
n,atter which applicant regards as the invention. More specifically, the Patent Office alleges thai 
Claims y and 1 0 are awkwardly worded, and it is not clear how Claim 10 further limits Claim 9. In 
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respoase to xhe rejection, applicant has antended Claim 9 to more particularly poini out and distincUy 
claim the subject maner of the invention More >T)ecificaUy, Claim 9 now reads "inserting a object 
on top of the cigar lobacc o paper and using said object to assist in rolUng the lobacco paper to result 
in Siud paper bcog in rolled form, suid objeciion fiincuomng to hold the shape of the tobacco paper 
in said rolled form". Applicant respectfully submits that ihe rejection under 35 U.S.C. §112 has been 
overcome. Nonce to that effect is requested. 

The Paieni Office rejected Claims 1.3-4, 7. 9-14 and 18 under 35 U.S.C. §l02(b) as 
being anticipated by Sinclair. Jr The Patent Office alleges that Sinduir, Jr. teaches all that is 
recited in the claims, (see entire document and figures) Applicant submits that the amendments 
to Claim I and Claim 9 overcome the rejection for the reasons thai follow. Moreover. Apphcant 
respectfully submits that the Sinclair patent teaches » very different apparatus and process than 
the present invention. 

Sinclair Jr teaches d tobacco product that is formed by rolling moistened tobacco leaves 
about a i:ylindrical form casing and allowing the leaves to dry to foim a shell. After the form casing 
IS removed, a consumer can fill the shell with crushed tobacco leaves of a fevoriteblend. The form 
casing is formed from a rigid material in a form of a cylinder. The casing is packaged with the cigar 
shell for shipment to the consumer. Another important element taught by Sinclair Jr. is that the sheU 
is created, and the operator allows the shell to remain wrapped around the form casing until dry. 
Cutting through the wal I of the shell with a sharp km fe or a razor then makes the slit. (See Column 3, 
lines 5-8). This slit is also referred lo in the claims as a longimdinal edge. The longitudinal edge 
portions are moved apan to open the bore. (See Claim I of the "986 patent) 

Amended Claim 1 of the present invention requires a product for wrapping and packaging 
a cigar paper. The product comprises a cigar tobacco paper and an object used to keep the 

tobacco paper in a shape. 

Moreover, amended Clann 1 requires an enveloping means wherein said enveloping 
means encloses xhe tobacco paper and further wherein the enveloping means protects said cigar 
lobacco paper during transit to the end consumer whereby the end consumer may unwrap the 
enveloping means and the cgar tobacco paper, discard the enveloping means and utilize the 
tobacco paper with tobacco filler. 


PA6E11/1S*RCVDAT3I17I20(I6 11:11:46 PM (Eastern Standard Time]'SVR:USPTO^ 


I 

Mar-t7-06 05:igpm Fron-RUTAN ( TUCKER, LLP 


714-546-9035 


T-677 P. 12/15 F-128 


Addiuotially. amended Claun I requires a container means for packaging ibe cigar 
tobacco paper for sending same to the consioner. 

Similarly. Amended Claim 9 requires a method for packaging a cigar tobacco paper lo be 
used by » consumer, the method comprising the steps of: providing a cigar tobacco paper to be 
used by rhe consumer to fill wiih tobacco filler, providing an object for placement on top of the 
cigar tobacco paper and using said object to assisi in rolling the tobacco paper to result in said 
paper bcmg in rolled form, said objection functioning to hold the shape of the tobacco paper in 
said rolled form; and providing »n enveloping means to enclose the tobacco paper. 

Sinclair Jr. does not teach or suggest a envelopmg means wherein said enveloping means 
encloses ihe tobacco paper and fui^her wherein the enveloping means protects said cigar tobacco 
paper during aansit to ihc end consumer v/hereby the end consamer may unwrap the envelopmg 
means and the cigar tobacco paper, discard the enveloping means and utilize the tobacco paper 
with tobacco filler. 

On the contrary. Sinclair Jr. merely utilizes a casing system that is enclosed wiSun the 
tobacco paper. Moreover, as illustrated in the Figures and the specification of the *9S6 patent. 
Sinclair requires that the tobacco be rolled, dned and a subsequent slit or longiiudmaj opening be 
cut into the tobacco before it is shipped to the end consumer. The present invention wraps the 
tobacco paper into a plurality of layers, wherein the end user would unwrap the tobacco paper 
Mid the envelopmg means at the same time, discard the envelopmg means and utilize the tobacco 
paper. Sinclair Jr does not teach or suggest any of these elements as required by Claim I and 
C\mm 9. Additionally Claim 9 requires inserting a object on top of the cigar tobacco paper and 
using said object to assist in rolling the tobacco paper to result in said paper being in roUed form, 
said objection ftmcnoning to hold the shape of the tobacco paper in said rolled form; and 
providing an enveloping means to enclose the tobacco paper. 

Again, Sinclair Jr. does not reach or suggest a wrapped form and/or an enveloping means 
bcrtng used to enclose the tobacco paper. As illustrated m the '986 patent. Sinclair Jr. encloses the 
casing within the tobacco paper for distribution to a consumer. 
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Under 35 U . S.C. §1 02(b). aniicipiinon requires thai a single reference disclose each and every 
elemeniofApplicanfsclaimediovention.^te^A^.F v. US Imermnonol Trade Cammissior,, m 
F.2d 1471, 1479, 1 USPQ2d 1241, 1245 (Fed. Car. 1986). 

Moreover, anticipation is not shown even if the differences bexween the claims and the 
reference are "insubsiantiar' and one skilled m the art could supply the missing elements. Siructure 
Rubber Products Co. v Park Rubber Co , 749 F.2d. 707. 716. 223 USPQ 1264, 1270 (Fed. Cir. 
1984). 

m view of the foregoing remarks and amendments, ihe rejection of Claims 1, 3-4. 7. 9-X4 and 
18 under 35 U S.C. § 1 02(b) as being anticipated by Sinclutr, Jr. have been overcome andshouldbe 
withdrawn. Notice lo ihai efteci is requested. 

AS to the rcjccnon of Claims 2. 5-6, 8 and 15-17 under 35 U.S.C. §l03(a) as being 
unpatentable over Smclmr. Jr . AppUcant respectfully assens that these claims are fimber believed 
allowable over S^»otozr. Jr. for the same reasons set fonh wiih respect to independem Claims 1 and 
9. Since each sets forth additional novel steps of Applicant's Cigar Tobacco Paper and method for 
plckagingthe s«me. Moreover, AppUcamrespectfully asserts that the amendments to Claims I and9 
further distinguishes the present invention from ihe prior an references. 

S^ncluu Jr teaches a tobacco product that is foimed by rolUng moistened tobacco leaves 
about a cylindricd Ibrm casing and allowing the leaves to dry to form a shell- After the form casing 
is removed, a consmner can fill the shell with crushed tobacco leaves of a favorite blend. The fcnn 
casmg IS formed from a rigid material m a fomt of a cylinder. The casing is packaged with the cig«r 
shell for shipment to die consumer. Another important element taught by Sinclair Jr. is that the shell 
4S created, and the operator allows the shell to remain wrapped around the form casing until dry. 
Cutting through the wall of the shell with a sharp knife or a razorihen makes the sUt. (See Column 3, 

imes 5-S). ThiS slit is ulso referred to in the claims as a longitudinal edge. The longitudinal edge 
ponions are moved aparr to open tlie bure. (Sec Ckim 1 of die '986 patent) 

Smcluir. Jr taken singly, does not teach or suggesi a the apparatus or method disclosed 
by me applicant. More specifically, Smclair, Jr. does not teach or suggest an enveloping means 
wherein said enveloping means encloses the tobacco paper and funher wherein the enveloping 
means protects said cigar tobacco paper during transit to the end consumer whereby the end 
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consumer may unwrap ihe enveloping means and the ogar tobacco paper, discard the enveloping 
mcaas «nd utilise the tobacco paper w«b tobacco filler as rcqmred by Claim 1 

Funher, the Patent Office provided no teaching as to why one having ordinary skill iathc art 
would have been led ro modify Swciair. Jr to create Applicant's invention. Since the Patent Office 
fuUed to establish aprimu facie case of obviousness. Applicant bcheves that the rejection of Claims 
13 and 14 under 35 U.S.C. §l03(a) should be withdrawn. Notice to that effect is requested. 

li is submitted that the question under §103 is whether the totality of The art would 
collectively suggest the claimed invention to one of ordinary skill in this art, luxe Simon , 461 F.2d 
1387. 174TJSPQ 114 (CCPA 1972) 

That elements, even distinguishing elements, are disclosed in the art is alone insufficient. It 
IS common to find elements somewhere in the an. Moreover, mosi if not all elements perlbrm iheir 
ordained and expected fiwiciions. The test is whether the invention as a whole, in light of the 
teaching of the reference, v^ould have been obvious to one of ordinary skill in the an at the time the 
invention was made r^^^n.u v <:ear^_ R nebuek & Co.. 722 F.2d 1542. 220 USPQ 193 (Fed. Cir. 
1983). 

li is insufficient that the an disclosed components of Applicants* invention. A teaching, 
suggestion, or incennve must exist to make the combination rnade by Applicants. Interconnect 
m.T,pin ^CQrp.v Feil. 774 F.2d 1 132. 1 143. 227 USPQ 543. 551 (Fed. Cir. 1988). 

In view of the foregoing remarits and aroendroents, the rejection of Claims 2. 5-6, 8 and 15- 
17 under 35 U.S.C. §l03(a) as being unpatentable over Sinclair. Jr. has been overcome and should 
be withdrawn. Koiice to that effect is requested. 

Claims 2-8 depend from Claim I ; and Cltdms U-l 8 depend from Claim 9. These claims are 
further believed allowable over Sinclair. Jr. for the same reasons set forth with respect to 
independent Claims I and 9 since each sets fonh additional novel components and steps of 
Applicant's cigar tobacco paper and method for packaging the same. 

Rg quest For A llowance 

m view of the foregomgreraarlcs, AppUcant respectfully submits that all of the claims in the 
application are in allowable form and that the application is now m condition for allowance, if any 
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SO 


outstanding issues remum. Applicant urges the Patem Office to telephone Applicant's attorney 
thai the san.e may be t^^solvcd and the appUcauon expedited to issue. AppUcani requests the Patent 
Office to indicate all claims as allowable and to pass the appUcation to issue. 


Respectfully submiue! 



Hani Z. Sayec 
Registration No. 52.544 


Rutan & Tucker 
6U Anton Blvd.. 14'" Floor , 
Costa Mesa, CA 92626-1931 
Telephone (714)641-5100 
fux (714) 546-9035 
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